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Abstract. Larger industrial companies have become increbsigigbal in their functions
and aspirations. With regard to patents, it iséasingly common for a multinational company to
face alleged infringing acts committed by the saroenpetitor in several countries. Securing
international patent protection both at the acquisition and the enforcement stadbe corollary
to the cross border exploitation of patents. Thgulation of transnational trade and the
international exploitation of patent rights haveudmht about international agreements concerning
these closely related issues, such as internatiggabnt granting power, international
harmonization of patent laws and uniform systemsjuoifsdiction and choice of law rules
applicable to patent enforcement as well as otteasa However, there is an increasingly strained
relationship between international patewstuisition and enforcement® which is the dominant
focus of this paper. Whilst a network of internatib agreements facilitates the grant of
increasingly similar patent rights in many courgrieross border patent enforcement through the
application of the relevant private internationales has been very weak. From a private
international law perspective, the legal independence and territorial limitasiasf patent rights
has severe implications for the application of tekevant jurisdictional and choice of law rules.
Therefore,cross-border adjudication has indeed been challenged in the patent area. peper
seeks to focus on the problems associated withideguand enforcing patent rights at a multi-
jurisdictional level, particularly within the EU.

1. What isa Patent?

A patent is a set of exclusive rights granted lsyade to an inventor or his assignee for a limgedod of time

in exchange for disclosure of an invention. Thecpture for granting patents, the requirements dlacethe

patentee and the extent of the exclusive righty vdadely between countries according to nationaldeaand

international agreements. Typically, however, tepaapplication must include one or more claimfinileg the

invention which must be new, inventive, and usefuindustrially applicable. The exclusive righiagted to a
patentee in most countries is the right to prewthnérs from making, using, selling or distributithg patented
invention without permission. A patent provideg thight to exclude others from making, using, selling,
offering for séale, or importing the patented inventfor the term of the patent, which is usuallyy&@ars from
the filing date.

Under the World Trade Organisation’s (WTO) Agreetram Trade Related Aspects of Intellectual Property
Rights, patents should be available in WTO membates for any inventions, in all fields of techrgyd
Examples of particular types of patents for invemsi include biological patents, business methoentsit

! Thomas, R (1996) Litigation beyond the Technolabirontier, Comparative Approaches to Multinatidatent Enforcement.
Law & Policy in International Business. Volume 27,7-280.

2 Herman v. Youngstown Car Mfg. Ci®1 F. 579, 112 CCA 185%&ir. 1911)

3 Article 33 of the Agreement on Trade-related aspetintellectual Property Rights, Annex 1C to #kgreement Establishing the
World Trade Organisation 1994 (Hereinafter TRIPse&gnent)

4 Article 27.1 TRIPs Agreement, 1994
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chemical patents and software patents. In somnisdjations, other types of intellectual propertghts are
referred to as patents, for example, industriaigiesghts are known as ‘design patents’ — suclogeto protect
the visual design of objects that are not purelltarian. The breeders of plants have rights, alihare often
referred to as ‘plant patents’. This paper focusdébe main on patents relating to inventions.

A patent is, in effect, a limited property rightatithe government offers to inventors in excharoyetteir
agreement to share the details of their inventieitis the public. Like any other property rightsmay be sold,
licensed, mortgaged, assigned or transferred, giveay, or simply abandoned. A patent for an itie@ncan
be granted only if it contains an inventive stepAn inventive step means that the invention shcdde
something which is adjudicated to be an inventignsemeone who is skilled in that respective area of
technology. The inventive step or non-obviousnefigat the same general requirement for patentalpitesent
in most patent laws according to which an inventimuld be sufficiently inventive — that is non-obus — in
order to be worthy of a patent. In most systemgatént law, state of the art also known as pribcanstitutes
all information that has been made available topthiglic in any form that might be relevant to agudis claims
of originality. The state of the art is the highksvel of development, as of a device, technidqurescientific
field, achieved at a particular time. The persowitigaordinary skill in the art is a legal fictioomdnd in many
patent laws throughout the world. This fictionalgon is considered to have the normal skills ardbemed to
be knowledgeable in a particular technical fielidhaut being a genius. He or she mainly serves meference
for determining, or at least evaluating, whetherimvention involves an inventive step or not innter of
European patent laws, or is non-obvious or natelims of US patent law.

2. Governing Laws

The grant and enforcement of patents are govemeadtional laws and also by international treatidsere
those treaties have been given effect in natiaas$! Patents are therefore, territorial in nature.

2.1 International patent grading system

There is a trend towards global harmonization aépialaws: securing international patent protectiorlonger
means that a patent application must be filed oheadividual country where patent protection isigat. The
‘international patent granting system’ permits gimultaneous creation of parallel patents throughomm
mechanisms. The ‘international patent grantingtesys is a network of international instruments wos
motivation is simplification and harmonization aditpnt granting procedures. There are a varietyatiis or
‘routes® available to the applicant for multi-jurisdictidr@atent protection.

2.2 Paris industrial property convention

The Paris Convention for the Protection of IndatRroperty initially signed in 1883s the centerpiece of the
international patent grading system. It represéimésfirst efforts of several countries to pursuecenmon
approach to industrial propertyThe principles of ‘right of priority’ and ‘natia treatment’ set out by the Paris
Industrial Property Convention have been of immeimgportance to the internationalization of intetlesd
property rights over the last century. The prifeipf ‘national treatment’ opposes protectionisbyisions in
national industrial property systefhsThis requires Contracting States to accord natoof other Contracting
States the same rights under their domestic indugtroperty laws as is accorded to nationals.ickat2(1) of
the Paris Industrial Property Convention statet tha

® Tritton, G. (1996). Intellectual Property in Eusofi.ondon: Sweet & Maxwell) 35

®The Paris Convention for the Protection of Inda$tFroperty, 20 March 1883, 828 UNTS 305 [here&rafhe Paris Industrial
Property Convention]

” Tritton, supranote 10, 35.

8 D'Amato, A. and Long D., (1997). Internationaléfiectual Property Law (London: Kluwer Law Interioaial, London,) 251.
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“Nationals of any country of the Union shall, agageds the protection of industrial property,
enjoy in all the other countries of the Union tlilwantages that their respective laws now grant,
or may hereafter grant, to nationals; all withotgjpdice to the rights specially provided for by
this Convention. Consequently, they shall havestmae protection as the latter, and the same
legal remedy against any infringement of their tsghprovided that the conditions and
formalities imposed upon nationals are compliedhiwit

The principle of national treatment goes beyondpheent granting stage.lt appears that the principle of
‘national treatment’ has consequences for detengithe law applicable to attempts at cross-bordeem
enforcement. Particularly, the reference to ‘thmegprotection’ in Article 2 of the Paris Industridtoperty
Convention would impose a uniform choice of lawerin Contracting States. Potential conflicts af laould
only be governed by the law of the protecting StatBelex loci protectionis The ‘right of priority’ entitles a
patent applicant of a Contracting State to a pedbdwelve months after the initial application apply for
protection for the same invention in any other @acting State. Within this one-year period, thel&ation
dates back to the earliest application filing dateThe advantage here is that applicants seekingratibnal
patent protection are allowed a ‘grace period’ Wwh@an be used to evaluate the economic viabilityhef
invention and to design the patentability stratedjowever, the Paris Industrial Property Conventioes not
provide for a centralized procedure to file simn#aus patent applications in several countries.

2.3 Patent co-operation treaty

The Patent Co-operation Tre8tys an international patent law treaty concluded 970 making it possible to
seek patent protection for an invention simultasboun each of its contracting states by filing an
“international” patent application. Such an apgticn may be filed by anyone who is a nationalesident of a
PCT contracting State. It may be filed with thdio@al patent office of the contracting State ofiebhthe
applicant is a national or resident or, at the igppt’s option, with the International Bureau of kdointellectual
Property Organization (WIPQO) in Geneva. The Traatulates in detail the formal requirements withick
any international application must comply.

A majority of the world's countries are signatortesthe PCT, including all of the major industrizd
countries with a number of exceptions, such as wiga and Taiwan. As of September 28, 2009, tiane
142 contracting states to the PET Thailand became the 142nd contracting state oS&ptember 2009. A
single filing of an international application is d&in one language. The filing of the applicati@ngrates an
“international search” performed by an authorizetbinational Searching Authority (ISA) who will lome of
the major patent officeS. The search is performed to ascertain the mosvaet prior art documents that might
affect the patentability of the invention claimedthe international application. In addition, @lpninary and
non-binding written opinion on whether the inventiappears to meet the patentability criteria imtligf the
search report results is also issued. The intemeatsearch report and written opinion are commaied to the
applicant who, after evaluating their content magide to withdraw his or her application, particlylavhere
the content of the report and opinion suggeststtigagranting of patents is unlikely or he or steymdecide to

® Geller, P. (1995). Intellectual Property in thekl Marketplace: Impact of TRIPS Dispute Settlets@iCornell International
Law Journal 29, 99-102.

10 Article 4 Paris Convention1967

" The Patent Co-Operation Treaty (PCT),19 June,129Q)ST 7645

2 Anon, (2009) New PCT Contracting State, Thaild®@T Newsletter, Oct. 2009.

13 austrian Patent Office, Australian Patent Offibational Institute of Industrial Property, Canadiatellectual Property Office,
State Intellectual Property Office of the PeopR&public of China, European Patent Office, SpaRetent and Trademark Office,
National Board of Patents and Registration of FidlaJapan Patent Office, Korean Intellectual Pitgp@ffice, Federal Service for
Intellectual Property, Patents and Trademarks (Buogsederation) Swedish Patent and Registratiort&@fNordic Patent Institute.
The Egyptian Patent Office Israel Patent Office apgointed as ISA on September 25, 2009.
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amend the claims in the application. The inteorati search report helps the applicant to decidethven it
would be worthwhile to seek national protectiond ahso, in how many countries, as there are sicgmitt
expenses, such as translation costs, to enteatfenal phase in each country. A further advantagleat many
national patent authorities will rely on the intational search report — although the Patent Cotipardreaty
does not oblige them to do so — this avoids thel fi@ethem to commence the search once again giribeart,
thus the applicant may be able to save in seameh ds a resultlf the applicant decides to continue with the
international application with a view to obtainingtional (or regional) patenthe relevant national or regional
authorities administer matters related to the eration of the application and the issuance of titent.

The effect of the international application in eadésignated State is the same as if a nationahipate
application had been filed with the national pateffice of that State. The Patent Cooperation firdaes not
provide for the grant of an international patentresgrant of patent is a prerogative of each natior regional
authority. If the applicant wishes to obtain paterotection in a number of contracting stateshi® European
Patent Convention, the appropriate procedure igra BCT application, which is a patent applicatioder the
Patent Co-operation Treaty requesting a Europetanp#or all or a number of the European Statekhotgh
the Patent Co-Operation Treaty simplifies the paggplication process, it does not centralize tlagemt
granting phase, which remains the responsibilitthef national patent authorities in the design&tedes. It is
also worth noting that the Patent Co-operation fireboes not modify the requirements of patentapilit
applicable in each of the contracting states.

2.4 European Patent Convention

The limiting features of the Patent Co-Operatiomaly appear to be the catalyst for a more comm@ate
integrated patent system in Europe. The currembfi@an patent system is governed by the 1973 Earope
Patent Conventiolt This system established a common patent procethate covers up to 35 European
countries. The contracting states include AustBalgium, Bulgaria, Switzerland, Cyprus, Czech Rsjm
Germany, Denmark, Estonia, Spain, Finland, Frahf@ted Kingdom, Greece, Croatia, Hungary, Ireland,
Iceland, Italy, Liechtenstein, Lithuania, LuxembgurLatvia, Monaco, Former Yugoslav Republic of
Macedonia, Malta, Netherlands, Norway, Poland, iRt Romania, Sweden, Slovenia, Slovakia and Turke
The European Patent Convention provides for a akrdd filing and granting procedure at the EuropBatent
Office in respect of a number of contracting Stasslesignated by the applicant. The EuropeamP@féice
processes the application, examines whether thedulmatter is patentable in terms of uniform ptability
requirements set out by the European Patent Conweitgelf and grants a ‘European patent’ which group of
national patents in the designated States. ThepearoPatent Convention also provides for thirdigaib bring
opposition proceedings at the European Patent ©fficrevoke the European patent as a whole withie n
months after it was granted. However, once thése months have passed, the ‘European patent’ inom@
than a bundle of legally independent patent righwifferent contracting Statés. Therefore it can be deduced
that the European Patent Convention provides famiry procedure for patent application, pateangng and
post-grant patent opposition and refers in the ntainhe national law of the contracting States fatent
infringement matters.

The patent granting routes as described have dasioitcome — they create legally independent natio
patents whose legal value is determined by referémche respective legal system of each Statavifach the
patent is granted — all of which reaffirm the tmial limitations of patents.

!4 Convention on the Grant of European Patents, Bi2ct1973, 1065 U.N.T.S. 199 [hereinafferopean Patent Convention]
15 Expandable Grafts, Ethicon & Cordis Europe v BosBmientific[1998] |.E.R./1998/31
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2.5 Towards harmonization of patent law?

The international instruments as outlined aboveeheantributed in some way to the trend towards alob
harmonization of patent law throughout Europe dmdworld. The harmonization process initiated ly Paris
Industrial Property Convention culminated with thdoption of the Trade-Related Aspects of Intellaktu
Property Rights (TRIPs) Agreement in the framewafrkhe World Trade Organisation (WTO).

The TRIPs Agreement has been largely successftiieimprovision of a forum for nations to agree on an
aligned set of patent laws. Conformity with thelPRagreement is a requirement of admission t&\Mhi® and
so compliance is viewed by many nations as impatrtdrhis has also led to many developing nationtsichv
may historically have developed different laws td their development, enforcing patent laws in lingh
global norms. On the procedural level, the TRIPRgre&ment obliges its members to provide minimal
enforcement mechanisms. Specific requirementsetreut with respect to the availability of effeetiremedies
including remedies to prevent infringement and rdie®which constitute a deterrent to further irdgegments.

2.6 Enforcement

Patents can generally only be enforced through lawisuits. For example, a U.S. patent will be byaation for
patent infringement in a United States federal talthough some countries such as France and iAusirve
criminal penalties for wanton infringement. Tygigathe patent owner will seek monetary compemsafor
past infringement and will seek an injunction phloting the defendant from engaging in future acfs o
infringement. The accused infringer has a righthallenge the validity of that patent in questiom this limits
the ability of the patent owner to successfullyesisghe patent in civil litigation. Civil courtselring patent
cases can, and often do declare patents invalid.

The grounds on which a patent can be found inwvalédset out in the relevant patent legislation zauy
between countries. Normally, these grounds arebasst of the requirements for patentability in thkvant
country. Whilst an infringer is free to rely onyaavailable ground of invalidity such as prior puahtion for
example, some countries have sanctions to prelierdame validity questions being re-litigated. ekample is
the UK Certificate of contested validity. Not ptitent rights are determined through litigation tasolved in a
private manner through patent licensing. Theseeffextively contracts in which the patent ownereag to
forego their right to sue the licensee for infringgnt of the licensor’s patent rights, usually iture for the
payment of a royalty. Companies engaged in compdeknical fields enter into many license agreemsent
associated with the production of a single produnteed it is also common for competitors in such
technological fields to licence patents to eacheothnder cross-licensing agreements in order toestie
benefits of using each other’s patented inventioH®wever, for those that seek to enforce pategfttsi it is
quite an onerous task to do so, particularly ormast-national basis.

2.7 Cross-border enforcement of patents

The absence of transnational enforcement mechamiathsnore particularly the territorial nature ofgyd rights
have led to a cautious approach with regard toptyesibility of enforcing foreign patent rights indamestic
court environment. Courts across Europe possessldpal mechanisms to permit cross-border patent
enforceability. The private international rulesplable to the enforcement of patent rights magdi¢o a
concentration of litigation in a single forum. $happroach, once recognized and accepted will &dirtst
significant move towards the creation of an effeztmechanism towards the international protectibpatent
rights. However the possibility of an appropriateltinational patent enforcement must be temperild the
issues associated with private international lasués. For example, forum selection is largely thasegeneral
rules that were more than likely not designed far purposes of providing resolutions to internalopatent
disputes. Important issues are whether the respe€burt can accept jurisdiction over defendauwisliving in
the Forum State and whether or not the scope of@er can be extended to cover several MembersStaike
various ways jurisdiction rules are interpreted #reduncertainty about the forum options open ¢opaintiff
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may lead to tactics, some possibly abusive, inpatdringement disputes. Selecting the applicddeto patent
infringement disputes is a critical issue. It$sential to construct and apply choice of law ralesording to the
specific features of patent laWThe ever increasing cross-border litigation willegrise to more difficulties in
the recognition and enforcement of foreign judgreent

3. Problems & Enforcement of Patent Rightsin the EU

Since the establishment of the European Commuitityas accepted that a fully integrated Europeankata
requires a patent with unitary and autonomous ctara- a real Community patent. As mentioned abdwe,
European Patent Convention (EPC) signed in 197®yigeed for a centralized patent prosecution medmani
these instruments enabling patentees to exploit tRerights on a global scale. This fell short affully

integrated system because patent litigation hasired confined to the jurisdiction of national dsurThus a
single market remains impossible to realize owimdhie shortcoming. An attempt was made at resolthingg
through the signing of the Community Patent Coneexdf7 in Luxembourg in December 1975 but it nexane

into force.

It was essentially the provisions for legal enfonemt which proved to be the stumbling block for the
ratification of the Community Patent ConventioneT@ommunity Patent Convention, despite never baugmi
law has been a source of inspiration to some wheomes to dealing with cross border enforceabigues
relating to national patents. This was borne owt irumber of cases such as thaSoliellens v Veloutd This
case saw a scenario where the plaintiff held a [i@ao patent in 10 countries to weave Jacquard tvellbe
President of the District Court of The Hague wasguested to enjoin the alleged cross-border patent
infringement in all designated countries with cogie seat in Belgium. The President sought spegifidance
from the Community Patent Convention in order tefipret the relevant provision of the Brussels Gution®
in relation to special jurisdiction.

Though the Community Patent Convention has ultimatevided a guiding light in a number of casess
as that outlined above, its provisions have neeenbenforced. In 1999 there was potential for sprogress
when the European Patent Organisation proposed twbeame known as the European Patent Litigation
Agreement (EPLA), an international judicial systewross the EPC countries to decide on infringenaedt
validity. Movement continued and the following yemrCommunity Patent was proposed by the European
Commission. Some years later, in 2006 to remeesifpnificant shortcomings of the current situatidmpatent
litigation in Europe, a number of Member States #midl countries prepared, under the auspicesetRO, a
draft European Patent Litigation Agreement (EPLA)dges from across Europe agreed a protocol knewimea
Second Venice Resolution on how the EPLA would wiorlpractice, including provisions for documentatio
expert evidence and hearings. In 2007 a leakedrmiegal opinion for the European Parliament susgee that
the EPLA was incompatible with EU treaties. It vadso reported that the proposal to operate outsideEU
judicial system was unworkable with no right of eppto the European Court of Justice. Therefosedystem
would only have addressed the above-mentioned mmgs in relation to European patents only. Aligio
the legal advice was never published officially fleLA was effectively shelved at this poffitThe proposal
was also stifled by insufficient political suppdirom Member States in the Council for the necessary
involvement of the Community. Europe has not yetrbeapable of establishing a single and affordable

18 pertegas — Sender, M. (20@)oss-Border Enforcement of Patent Rigi@ford University Press: Oxford), 10.

" Convention for the European Patent for the ComMarket, 26 January 1976, 1976, O.J. L 17/1 [hefsn&ommunity Patent
Convention]

18(1997) IER 1997/20

9 Art 5(3), Convention on Jurisdiction and the Eofanent of Judgments in Civil and Commercial MattersSeptember, 1968,
1972 0.J. L 299 32

2 Anon, Key stage timeline retrieved on 18 Septer@9di0 from

http://www.klgates.com/files/upload/Europe_Patentlime v3.jpg
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Community-wide patent and integrated litigation teys despite repeated calls by many Heads of State
Government.

Unfortunately, the Community patent project withumified patent litigation system remains just that
project. Contrary to noticeable progress concersimme details of the project during the French Etsipency,
the overall result was that the project appearelatee been assigned to the slow lane during Franeaure.
Perhaps the French president, Mr. Sarkozy wasadistd from this topic by the need to fight the glob
economic crisis, which became the priority durihg French tenure; such might be identified as ¢asan for
the lack of results on the matter at this time.

The outlook for the EU Community Patent Projectesppd to be bleaker during the reign of the Czech
Republic, holders of the presidency of the EU fréamuary to June of 2009 who saw fit to issue aeradill
commitment to the EU Community Patent stating; €¢T®rech Presidency will actively continue its efao
improve the patent system in Europe, in particidarmake fundamental progress in the preparatiothef
integrated judiciary for patents and the creatiba single Community patent* However, in reality it appears
that Intellectual Property politics was not impattto the Czech Government when they held the geesly of
the EU. In addition, the President of the Czecpubdic is a very outspoken EU skeptic who, in &élihood
was not supportive of the project. Additionallpetfive year term of office of the EU Commissiopdad in
June 2009 and one could not expect any further teng strategic initiatives from the Commissionitathen
stood. The European Parliament was elected laat grd campaigning appeared to be the priority llof a
concerned.

3.1 Stifles innovation

It is clear that the lack of a unified patent ktfpn system is undoubtedly stifling innovationcBunnovation is
an important contributor to competitiveness growatia job creation. International enforcement of pateghts
may involve legal proceedings in multiple jurisibcts (and even proceedings within proceedings imeso
countries, such as Germany), which are generalhyestito the laws of the country granting the paténhas
been claimed by stakeholders that the currentaliiqp system leads to complexity and legal inséguall
flowing from the risk of contradicting court deass in different Member States.

3.2 Expense

The current system also involves considerable esgefhe aggregate costs of enforcing patent rights
multiple jurisdictions can be enormous. A Febru2®99 report requested by the European Commissies ttie
average legal costs parties must bear in patagation in four countries, namely, France, Germaithng
Netherlands and the U.K. The report estimates thditig commercial cases, at first instance, paosts amount
to €200,000 in both France and the NetherlandsQ©29 in Germany and €1.5 million in the U.K. Swtfsts
often prevent small and medium —sized enterpri&dHs) from enforcing their patent rights in all the
jurisdictions in which a pan-European infringemenight take place. This problem is reflected furttogr
comments made by former EU Internal Market Comraissi Charlie McCreevy where he pointed out that:
"European businesses find the current patent fitigasystem complex, slow and costfy."It is estimated that
by 2013 a unified court system, designed to enfpetent rights, has the potential to save €148-gaiiton per
annun? this would lead to substantial benefits for litiggand the overall European economy.

2L Czech EU Presidency Priorities and Work program¢@@69).Retrieved on 30 April 2009, from
Www.eubusiness.com/Institutions/czech-presidencyi®&

2 Beesley, A. (2009). EU Accord on pan-Europeanmst& he Irish Times, 5 December 2009.

2 Harhoff. D. (2009). Economic Cost Benefit Analysfsa Unified and Integrated European Patent LitigaSystem. Retrieved on
20 May 2010, fromwww.ec.europa.eu/internal_market/indprop/docs/géemlies/litigation_system_en.pdf
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3.3 A bloc-wide litigation system and beyond?

A turning point came in March 2009 when the Eurapéion's executive arm proposed a single bloc-wide
litigation system for defending patents, a move thiauld cut legal costs for companies. A cheap-siop
system for filing and defending a patent in the tBUhurture new business ideas and create jobsédes & goal
for decades but thwarted by disagreement over whinfpjuages and court structure to use.

The European Commission formally asked the blo&mbrer states for a mandate to set up a unifiednesgi
for patent litigation that would have jurisdicti@ver existing European patents and give rise tatard single
EU community patent. This would avoid the needdarompany to defend a patent in several natiomaits
avoiding the current expensive and time consumiogess. Lobbyists for smaller firms welcomed thevenas
evidenced by the words of Jonathan Zuck, presidetite Association for Competitive Technology: "Wepe
this development will give a new impetus to theatosion of negotiations on the community patentaks@nd
medium-sized firms cannot wait for it, they neetbitay,”* he said.

4. European and EU Patents Court (EEPC)

If the proposal becomes a reality it would resumlthie creation of a specialized European Patentt@iowing

cases to be heard before expert judges. The dréfert holds the potential to translate into reslings as
parties would no longer be required to litigateparallel in different countries incurring high cast The
proposed court will include local and central chansbunder a common appeal court. In the initagess it is
proposed that parties will be able to use natioalts allowing a level of confidence to build umdually in

the new system. The proposal would see a new systeourts giving a role to the EU's top court, Evgopean
Court of Justice. It would need backing from thacts 27 member states and the wider group of 85m=awho
are party to the European Patent Convention.

The proposed name for the courtTise European and EU Patents Court (EERQ it would have the
mandate to govern not just the EU countries, &t abn EU European Patent Convention countries eldct
to submit to the court. The European Commissiomtpdi out that outstanding issues concerning other
components of the patent reform package such asethdation on the community patent and the retestidp
between the EU and the EPO (European Patent Offitkheed to be addressed. The draft agreemerthéo
EEPC provides for 3 judges to sit in the Court m§tHnstance, which would be comprised of locafisions in
the various Contracting States - or regional darisi of States that have grouped together; andlppssso a
central division. One of the judges sitting woultl/é relevant technical qualification at least aversity degree
level in the field of technology concerned, plusnsoother relevant experience. Alternatively, a casdd be
heard by a single judge, if the parties agreed orCof Appeal would be set up with a multi-natibpanel of 5
judges (3 legally qualified, 2 technically qualije A Contracting State would be one from the EUrom a
state that has contracted into the system fromodrikee European Patent Convention countries. Orctineent
draft, a choice of 23, possibly 29, languages wdndcavailable for the various courts. The mainues of the
envisaged Unified Patent Litigation System candlrarsarized as follows:

= |t would comprise a first instance with local argdjional divisions as well as one central divisian,
second instance and a Registry.

= All divisions would form an integral part of a siegudiciary with uniform procedures.

= Judges of the court structure established in thenéwork of the Unified Patent Litigation System
should have a high degree of specialisation innpditeggation and technical expertise.

24 7uck J. 2009. EU Community Patent System a PdisgilAssociation for Competitive Technology. Retred on 15 November
2009 fromwww.actonline.org
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A training framework for judges of the unified jadiry would be set up in order to improve and
increase available patent litigation expertise émcensure a broad geographic distribution of such
specific knowledge and experience.

A pool of patent judges consisting of legally gfiel and technically qualified judges would reirder
the local and regional divisions of the court stuve established in the framework of the Unifiedelra
Litigation System.

The court structure established in the frameworkhef Unified Patent Litigation System would have

jurisdiction, both with respect to European andufetCommunity patents, for infringement actions,

actions or counterclaims for revocation, actions declaration on non-infringement and actions for
compensation in respect of the protection confetrgda published patent application. Moreover it

would deal with actions concerning compulsory lmes for Community patents. Patents granted by
national patent offices would remain outside thepgcof the future litigation system.

The court structure established in the frameworkhef Unified Patent Litigation System would be
solely competent for revocation actions and infeimgnt actions. However prior to the date this court
structure has become operational, applicants atehfgges can be entitled, for pending applicatiows a
granted European patents, to opt out of the system.

Decisions of the court structure established infthenework of the Unified Patent Litigation System
would have in principle effect throughout the temy or territories where the respective pateninis
force.

The court structure established in the frameworkhef Unified Patent Litigation System would have
essentially the power;

— to declare a European or a Community patent inyalid

— to order the infringer of such a patent to ceasedasist; —

— to order the destruction of infringing goods or en&tls used to manufacture infringing goods; —

— to order the payment of damages to the injured/@artl for the infringer to inform the injured party
of the identity of any third person involved; —

— to issue provisional and protective measures, oty preliminary injunctions, orders for
inspection of property, freezing orders and seqatsh.

The decisions of the Court of First Instance cdddppealed to the Court of Appeal.

The Court of Justice of the European Communitiesldvoule on preliminary questions asked by the
court structure established in the framework of tHeified Patent Litigation System on the
interpretation of EC law and on the validity andenpretation of acts of the institutions of the
Community.?

4.1 The Outlook for a European and Community PaBenirt

On May 2010, a hearing was held at the Europeant@duustice (ECJ) following a request by the Eaan
Council to the ECJ to consider the Commission’sigpland offer an opinion on compatibility of the posed
unified patent litigation system with EU treatyesl The proposed EEPC has generated much delobitedaed
thrown up a number of issues. Some observationeadhe ECJ at the hearing appeared to be makimg t
allegation that the EU is attempting to set upraernational judicial body, when it has remit unttes EU

% Commission of the European Communities. (20093oRenendation from the Commission to the Counciklithorise the
Commission to open negotiations for the adoptioaroAgreement creating a Unified Patent Litigat8ystem. 5. Retrieved on 22
July 2010 from http://ec.europa.eu/internal_mainképrop/docs/patent/recommendation_sec09-330_en.pdf
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Treaties, Rome and Lisbon to set up an EU wide lmdy. Unsurprisingly, questions were posed byiotes
parties about the role of the ECJ as a last rédspguidance on EU legislation and how that wouldnith the
use of the EEPC by non-EU countries. However it am@sied by the Romanian government that this cbald
solved quite simply by accepting that to date thiexe been no role for the ECJ in relation to patéetherefore
they argued that there should be flexibility inidagg any such role for the EC¥. However it appears that
other Governments such as Ireland and Lithuanizmorents disagree with this analysis and indeed thig
proposals for a Patent Court. Ireland for exangderessed ‘serious doulffs’at least in the present state of
development of Community law in the field of patrs to whether the European Union has competence
conclude jointly with the Member States an agredrsanh as that envisaged. Moreover, they submittatit

is not certain that there is any legal basis upbicthvsuch an agreement could be concluded. THeiditian
Government explained that the Treaty rules do mwinit the European Union to take action in thedfief
litigation concerning industrial property rigHts.

Yet to be discussed are concerns and consideragiomst the logistics of the current proposal far ElJ
Patent and the proposed associated court systerEBRC. While there are a host of options on laggua an
apparent attempt to please everyone, the resuibdsrtainty that may not please anyone and mayeptes
stumbling block. The reality is that the EEPC appéda lack any real substantive detail. Even thenfwork of
the proposed system is unclear. It will undoubteol difficult to find sufficient judges with apprdate
technical qualifications at least at university @eglevel - and presumably some judging experierateto
mention the range of language skills that will lEressary to run the system. It is important thaatesrer
system is adopted, that it starts out with a serichance of being positive and successful. Unfately, as
observed by the Spanish Government - the EU Patard the EEPC - is still at an embryonic st&ge.

6. Concluding Remarks

A key component of the Lisbon strategy for Growtid alobs is to improve the way in which intellectual
property rights (IPRs) are handled in Europe, sdléctual property rights, and patents in particubre linked
to innovation which is an important contributordompetitiveness. Patents are indeed a force fampting
innovation, growth and competitiveness.

The central aspect of a future Community patentlevde its unitary characté?.Thus, a patent would be
issued, acquired, revoked and expire for the Conityais a wholé® Unlike the current jurisdictional system
applicable to parallel patents, the future CommuRgtent has the propensity to introduce a unégafgrcement
system specifically tailored for cross-border pattsputes.

6.1 A continuing fragmented single market

The current situation which sees a fragmented simghrket for patents has serious implications far t
competitiveness of Europe in relation to the clmgés emanating from the US, Japan and emergingaton
powers such as China. The EU lags behind the dSapan in terms of patent activity. Even in Eurdpe US

% European Court of Justice.(2010)Report of theridgaon the Draft Agreement creating a Unified Ratdtigation System
(currently called the ‘European and Community P&Et€ourt’) — Compatibility with the Treaty. Retrisy on 25 September 2010
Egom http://epla.wdfiles.com/local--files/forum:threadéring. pdf

Ibid.
%8 |pid.
2 Halford-Harrison, R.(2010) All together now? Mogitowards centralized EU patent enforcement, &etd on 20 September
2010 athttp://www.klgates.com/newsstand/detail.aspx?pahibni=6502
% pertegas-Sender, Mupranote 16, 11.
31 European Commission,(2000). Explanatory Memorant@iorithe Commissions Proposal For a Council Reguiatin the
Community Patent, Retrieved on 20 November 200& fitip://eur-
lex.europa.eu/LexUriServ/LexUriServ.do?uri=COM: 211 2:FIN:EN:PDF
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and Japan patent more than the EU — In 2006 thepEan Patent Office (EPO) recorded 137 patentmpkon
population from the EU whilst 143 patents per millipopulation were recorded from the US and 174ianil
emanated from Japdh.Studies have shown that a European patent defsigriz8 countries is roughly 11 times
more expensive than a US patent and 13 times mxpensive than a Japanese patent if processing and
translation costs are considered. Analysis of totasts with up to 20 years of protection, Europpatents are
almost nine times more expensive than Japanes&/8ngatents® In today’s increasingly competitive global
economy, it is therefore not really sustainabletfa EU to lose ground in an area as crucial foowation as
patent policy.

6.2 Cross border enforcement — the missing link

Until recently, cross border enforceability was thessing column in the continuing construction of a
international patent protection system. The enfok@ of foreign patent rights was traditionallywed as a
major threat to the legal independence and teiaitscope of patent rights. This is still evidentsome of the
submissions made to the hearing held in May aEtBé on the proposals for a unified litigation systeferred
to above. Patent litigation is associated with #pparent accepted theory that it is necessary toran
territorially confined rights in each of the juristions under whose legal systems they arose. , Thimbined
with the absence of supranational enforcement nmesims has led to a very cautious approach regaittieg
possibility of enforcing foreign patent rights bef@ domestic court.

It is now desirable that the increasing global ratf commerce is reflected in a fully cohesiveeinational
patent protection system. Real and potentiallgtitahanges of the European patent landscape wesidt if
the enthusiasm and various breakthroughs on ameeatigpatent system are now seized upon by Beldiuen,
current holders of the EU Presidency and allowedetult in something tangible that will further th#J
Community Patent project. It would be refreshingsee firm movement on this project as the enfoecegm
system set up by the Community Patent Conventiongs to be a major source of inspiration to a nunalbe
judicial authorities when they found themselveseaswith presiding over cross border enforceabiliyues
relating to national patents as discussedSohellens v Veloutabove. Progressive and indeed prolific
developments in this area will only occur if praeis is made for the full harmonization of patent lthrough
the supra-nationalization of patent enforcementhanisms. This will also bring an end the rigid exdimce of
patent rights to the notion of territoriality whiawntributes in no small way to the lack of comipletof this
final chapter in the construction of a truly intational patent protection system.

The potential benefits of a functioning Communigtéht Project are many and varied harmonizationldvou
bring about benefits divided between those asstiatith costs savings and efficiency and those ciateal
with the uniformity and certainty of protection.

%2 Report of the Maastricht Economic Research Irtstiom Innovation and Technology (MERIT) and thenlBlesearch Centre
(Institute for the Protection and Security of thézen) (2006). European Innovation Scoreboard 2fféparative analysis of
innovation performance,16. Retrieved on 25 Noven2&9 from www.proinno-europe.eu?doc/EIS2006_finadf
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